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DETAILED ACTION 



1. 



This office action is in response to communication filed on 5/29/2008. 



2. 



Applicant elected Group I, consisting of claims 1-22. 



Claim Rejections - 35 USC § 102 



3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 

351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

4. Claims 1 , 6-8, 13-14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Leonard et al. (5,903,874 hereinafter Leonard). 

With respect to claims 1 , 6-7 Leonard teaches a system or managing a coupon 
redemption under a reward program (Abstract). A token configured to store an 
electronic coupon and a redemption tally, the redemption tally representing the number 
of times the electronic coupon has been redeemed by a holder of the token for 
corresponding reward under the reward program (i.e. coupon files 322a-322n); a token 
acceptance device configured to store a redemption limit relating to the electronic 
coupon, the redemption limit representing the maximum number of times the electronic 
coupon is allowed to be redeemed for the corresponding reward under the reward 
program, the token acceptance device further configured to receive information relating 
to a transaction from the holder (i.e. servers 118 and 122); wherein the holder indicates 
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to the token acceptance device that the electronic coupon is to be redeemed and 
applied to the transaction (i.e. the customer request to redeem the coupon)(see figure 7, 
708); and wherein upon receiving indication of redemption of the electronic coupon, the 
token acceptance device compares the redemption limit to the redemption tally and 
determines whether the electronic coupon is allowed to be redeemed and applied to the 
transaction (see figure 7, 712). 

With respect to claims 8, and 13-14, Leonard further teaches a reward host 
configured to store a redemption limit, the redemption limit representing the maximum 
number of times an electronic coupon is allowed to be redeemed for a reward under the 
reward program (Figure 1, 132). 

Claim Rejections - 35 USC <S 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 5, 15-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Official Notice. 

Claim 5 further recites wherein the token includes one of a smartcard card, a 
cellular phone, a personal digital assistant, a pager, a payment card, a security 
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card, an access card, smart media and a transponder. Leonard teaclies tlie tol<en 
being an encrypted coupon, Leonard doesn't specifically teach the token/coupon being 
one of smartcard card, a cellular phone, a personal digital assistant, a pager, a 
payment card, a security card, an access card, smart media and a transponder. Official 
Notice is taken that token/coupon being one of smartcard card, a cellular phone, a 
personal digital assistant, a pager, a payment card, a security card, an access card, 
smart media and a transponder is old and well known in order to provide coupon 
mobility and easy access to the coupon information. It would have been obvious to a 
person of ordinary skill in the art at the time of Applicant's invention to have included the 
token/coupon being one of smartcard card, a cellular phone, a personal digital 
assistant, a pager, a payment card, a security card, an access card, smart media and a 
transponder in order to obtain the above mentioned advantages. 

Claims 15-18, 20-21, the claims differ from claim 1 rejected above in that the 
claims further recite retrieving a token image. Since, Leonard teaches an encrypted 
coupon then a coupon image would have been obvious in order to provide a visual 
imitation of the coupon. It would have been obvious to a person of ordinary skill in the 
art at the time of Applicant's invention to have included retrieving a token image in order 
to obtain the above mentioned advantage. 

Claim 19 is similar to scope as claims 8 and 13-14 and therefore is rejected 
under similar rationale. 
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7. Claims 2-3, 9-12, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Barnett (6,336,099 hereinafter Barnett). 

With respect to claims 2-3 and 9-10, Leonard teaches a reward host (i.e. Data 
Distribution System (DDS) 132 ) which receives new promotion and coupon information 
limits. Leonard is silent as to receiving the coupon information from a reward program 
sponsor. Barnett teaches on Figure 1 receiving discount and redemption information 
from an entity issuing the coupons such as a retailer, vendor, manufacturer etc. It 
would have been obvious in the system of Leonard for the Data Distribution System 
(DDS) 132 to have received the information from a vendor, merchant, etc. in order to 
accomadate a variety of reward programs that comply with the different entities 
sponsoring the programs. 

Claims 4 and 1 1 further recite the redemption limit is established based on one or 
more criteria that are specific to the holder of the token. Leonard teaches limiting the 
redemption limit (Figures 10-12). Leonard doesn't specifically teach that the coupon 
limit is based on the specific holder's criteria. Barnett teaches using the coupon based 
on the user specific data (see Figure 2, 30d). It would have been obvious in the 
redemption limit of Leonard to have included specific holder/customer criteria because 
such a limitation would allow the coupon limit to be customized based on the user's 
needs. 
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Claim 12 further recites wherein the token includes one of a smartcard card, a 
cellular phone, a personal digital assistant, a pager, a payment card, a security 
card, an access card, smart media and a transponder. Leonard teaches the token 
being an encrypted coupon, Leonard doesn't specifically teach the token/coupon being 
one of smartcard card, a cellular phone, a personal digital assistant, a pager, a 
payment card, a security card, an access card, smart media and a transponder. Official 
Notice is taken that token/coupon being one of smartcard card, a cellular phone, a 
personal digital assistant, a pager, a payment card, a security card, an access card, 
smart media and a transponder are all well known devices used to provide coupon 
mobility and easy access to the coupon information. It would have been obvious to a 
person of ordinary skill in the art at the time of Applicant's invention to have included the 
token/coupon being one of smartcard card, a cellular phone, a personal digital 
assistant, a pager, a payment card, a security card, an access card, smart media and a 
transponder in order to obtain the above mentioned advantages. 

Point of contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric w. Stamber can be reached on (571)272-6724. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Raquel Alvarez/ Raquel Alvarez 

Primary Examiner, Art Unit 3688 Primary Examiner 

Art Unit 3688 

R.A. 

8/5/2008 
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